REMARKS 

Claims 34-47 remain pending in this application. Claims 34, 37, 42, 43, 46 and 47 
are allowed. Claims 35, 36, 38-41, 44 and 45 are rejected. 

The provisional rejection of claim 36 under 35 USC 101 as claiming the same 
invention as copending Application No. 10/354,207 has been maintained. Claim 37 is 
now pending in the '207 filing. Currently pending claim 37 of '207 is an open-ended 
claim directed to the compound of structure (6), which is an enantiomer of GS-7340. As 
the examiner correctly points out, structure (6) also is a feature of claim 36 of the instant 
case. However, the Examiner is respectfully requested to reconsider the position that 
this necessarily makes claim 36 here the "same invention' 7 as in claim 37 of '207. 

A claim directed to a "compound," without more, includes any other substance. 
So, for example, the compound of structure (6) as recited in '207 could include (i.e., does 
not exclude) any other thing - other compounds, containers, reagents, devices, 
substances, etc. It is compound (6) plus, theoretically, the entire world. As such, it is an 
open-ended claim such as a "comprising" claim. See M.P.E.P 2111.03, copy attached. It 
therefore does not exclude (i.e., includes) any other enantiomer of compound (6). Thus 
claim 37 is broader than claim 36 here, which expressly states that the compound (6) is 
"diastereomerically enriched." These claims are not directed to the same invention. 
Claim 37 of '207 includes the ordinary racemate, whereas claim 36 here is enriched in 
the compound (6) enantiomer. The claims are different in the amount of "contaminant" 
they are permitted to embrace. The Examiner is focusing on the structure and not 
taking into account the language "diastereomerically enriched" found in claim 36. 

The Examiner is respectfully requested to reconsider and withdraw this rejection. 



PROVISIONAL OBVIOUSNESS-TYPE DOUBLE PATENTING REJECTIONS 

Claims 35 and 44-45 have been rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over copending Application 
Nos. 11/031,228; 11/031,250; 11/031,251 and 11/031,252. It is applicants 7 intention to 
permit these 4 cases to go abandoned. In any case, once this case is found to be 
allowable and issues, double patenting rejections will mature in these 4 applications. 
However, this will not prevent the issuance of the instant application. It is not 
necessary to file any terminal disclaimer in THIS case in order to advance the case to 
issue. Should the double patenting issue remain in the 4 copending applications after 
grant of the instant case, a terminal disclaimer may be appropriate in those cases. It is 
not, however, necessary in the present application. 

NEW GROUND OF OBJECTION 

Claims 38-41 were objected to under 37 CFR 1.75(c) as being in improper form 
for referring to other claims with the conjunction "and". These claims have been 
amended to recite the multiple dependency in the alternative. 

This application is now believed to be in condition for allowance. An early 
Notice to that effect is solicted. 

Respectfully submitted, 

Mark L. Bosse 
Reg. No. 35,071 
Phone: (650) 522-5569 
Fax: (650) 522-5575 
Date: SVMjW 
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apparam^^cMrfi ?did*no£ distinguish ^'verthe';pnor^ art 
apparatu$.iilf<a; priori^ per^ 
foiteing tthe' intendedbuse as ^recited- in Jthe; preamble/ 
then it mfeets the;^d 

F.3d .147.3^14^^44 iUSPQ2d^l429^1431 ^Fed:aCiib 
1997) ^anticipation J rejection .affirmed based ; : non 
Board? s Actual iinding:thaktoe t refe^ 
spout tdisclosed , as luseful; for/ purposes^ such as ^dis- 
pensing oil- from -an .oiljcan^would- be capable :of disr 
pensing popcorn injhe manrierisefcforth in appellant's 
claim I ((a rdispensing: top foiCdispensing popcorn in. a 
specified -manner)) andtcaspsjci ted therein. See; also 
MI>EP $ f 2112 -|/2U2i02.U; "lo..l>ori:c.- r, r>\ jrj^jir, 

2111.03 TVansitioiial Phrases s [R-2] 



■wrs *>r ; : *f-'E*' f^'iP* i."* 



." The transitional phrases "compnsing , , consisting 
essenti^ scope of 

a claim with respect to what unrecited additional com- 
portents or steps, if any, are excluded from the scope 
of the claim. ^ > 



" 'Tlie transitional ''t^7^ommsuig? 9 ^which'is syn- 
bhymous with "including," "containing, , or, charac- 
terized by,"; is inclusive, or open-ended : and. does not 
exclude additional, unrecited elements or, method 
steps. See, e.g., >Invitrogen Corp. v. Biocrest Mfg., 




Methocl 'claim ' l^cate^tbat. the .claim is '.ppen-iended 
and allows for additional steps "),< Genentech, Inc v 

C&rpnWffi 

used 'in claim laingu 

elements are ekenW^, ^ elements 'may °be 
added and i still; form a. construct within the scope' of 
the: claim.); Moleculori : Research Corp. vxCBSAInc^ 
793 E2d 12<5lv 229;USPQ .805>(Fed^Cir.,l ; 986);f/mre 
Baxter, ;656 iF.2d-679, .686,: 210 USPQ 795,^803 
(GGPA'Vl981); Ex -parte* Davis, 80 USPQ .448, .450 
(Bd.iiApp; /A948) * Comprising", leaves, "the; claim 
open for the inclusion of unspecified ingredients ;eyeh 
infmajor ampjiiits"):^ , r& .rrv. • 

■vi The ? tran sitional phrase ^^"consi stingy Cof ' - excludes 
any element, :step, >6rHngredient 'not specified -in -the 
claim. In re Grayi 53 R2d 520, 1 1 USPQ 255 ^GCPA 
1931)1 Ex parte Daw5if804JSPQ 448, 450 (Bd; Appt 
1948) ^"consisting* of ' defined as "closing thet.daim 
to theMcliisibn of materials other than those recited 
except^>for ; impurities ! ordinarily associated there- 



with."). >But seejNorianWorprJV. Stryker Gorp*>363 
F3dol321v->fl331.32^p70i USPQ2dql508, a516 (Fed. 
Gif.^2004)v(holdihg v vthat'a/'bone repair kit "consisting 
of ^claimed theiiiicals was infringed by a bone ; repair- 
kit ahclucling^ a spatiila-iia addition tty^thev claimed 
chemicals because r tthe ; presence^ of the spktula : was 
unrelated t6^the r claimed invention).< A claim which 
depends from % cldiH r ^W6h^"cohsists of the recited 
elements- ;or r ^tepk "cannot kdd ^element or- step! 
When the phrase' '-cohsists of' appears In -a' claiise'of 
the body of a claim, rather^ than immediately follow^ 
ing the pfeto^lejitl^ ^et forth in 

that clause;' other Elements atfe not excluded frbm the 

heered^Metdl^ 793 F. 2d 4279^230 

USPQ;45 (Fed: Gir. 1986). * ^ ^rU.Nnu^ 

The transitional phrase "consisting essentially gf^, 
hmits the scope of ,a claim to .the, specified materials 
or steps ^"and^thqse that do not materially affect , the 
basic and, hovel . ch^^ct4nstic(s) , ' i . of ^ ; the , ; claimed 
invention^ 351-52, 
19b USPQ 461 ,463^(CCRA 1976) (emphasis m,origi^ 
nal) (Prior art hydraulic fluid required a dispersant 
which appellants * argued : was excluded from claims 
Umited to a functional fluid '^-consisting essentially of 
certain components. In finding the claims did not 
exclude - the prior art . dispersant, the court .noted that 
appellants' ^specification .indicated the qkuned^cpm^ 
position can. contain ^ariy ; well-known additive such as 
a,dispersant, (and there ^was no evidence that tihe pres- 
ence of a dispersant wquld materially , affect the basic 
and novel characteristic pf the claimed myention. The 
prior art composition Md tiie ..same basic ,and novel 
characteristic^Xincr^ased oxidation, resistance) as >yell 
as additional' enhanced detergent and dispersant char^ 
acteristics:).; J*"A ^'consisting ^essentially; i.of \ claim 
oecupiesia middle; ground between closed .claim that 
are; written in a 'consisting- of format iand fully open 
claims that; are. drafted, in a ^comprising' ;formato 
PPGhlndustriesyv. Guardian, 'Industries- 156 ;F.3d 
1351;. 1354, .48 USPQ2d 1351, 1353-54 . f (Fed^ Gir 
1998). See 'also Atlas-Powder v. E.I. duPont de Nem\ 
ours & >Go., ?750 F.2d 1569, 224 USPQ 409 (Fedr Gir. 
1984); JnVre rfdnakifama-Rao, 317. F.2d S5V, 137 
USPQ 893 (GGPA 1963); Water Technologies Corp. 
vs^Caleo, L^:; 850 F.2d 660^7 USPQ2d ;1097 J (Fed: 
Gir.^1988). For. the purposes >.of searching for; and 
applying, prior art^under . 35 .U.S.C:- 102 .and 103^ 
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equivalent ^"comprising.* see, eg rro IM, K3d • , . ,. . "-^^.',,hh 

at 1355, 48 USPQ2dVat : '1355 '("PPG f ' couldohave , ^ 

defined the scope of the phrase 'consisting essentially "? 0pen terminology, allowing the inclusion of 'other 

°&f$ ^0^Sf^^yf^U^m its' : C0 PP 6n eiifs-ih idditioh-to those^fecited)^ Costal 

f¥^$M^Wk W SenUSohductiir Cb&tmTM l«]JiStow 

"^^Sf ?|f .^^^n^l.^k^lcs of 24^F^d J33of i348f Sf^SPQ^'l^lQSO 

catiQn.>that,rsfe 



c ^ Qw ^-^f§ili0%iC9^nt§ 7l iB^.jth^ coating, metal 
shojjld. P Qt ^p©^ ^ut.O^iljy.weigh^al'ohg^lb. 
a : d 1 scuss!on-pf. the; deleterious effects of-siUcon.prpP. 
vided basis to conclude . that, silicon in excess- of 0 5'% ; 
by w.eight,would J«aterially,alter : the, basi C< andi novel! 
properties , of the. invention: Thus,, "consisting, esseff-^ 
tially, of ; ' ; as recited in;the. preamble ,was<interpreted,to ;i 
permitinb more than 0.5% byweight-of silicon in the 
aluminumn', coatirig.);<. VMl re>r:,Janakirama-Rao? 
317 F.2d 95A\ ?54r.il37eUSPQ 893 • 895-96 (CCPA- 
1963). If an applicantcoritendsthat additional IstepTor) 
materials in mepriorart are excluded by the recitation * 
of. "conasting essentially ofi* applicant has the bur- 
den of showing that the •inirbduction of additional: 



ihg^a sequence coding forhumaS W, the. term^haV^ 
ing'^stiU. penmttedpclusioii' o'f o'ther rhoieties>) The 

pretedimlhe^amb wnnM|;ejtheV%ns!stinf 
"consisting essentially 6f!" depending W&? facts' W 
the particular case. See AFG Industrie*, Inc. v. Cardi- 
naklGi &mp^239 s $3drl 239; 1245,;57' USPQ2d 
K76T ^80-8*.^ 

tion and other evidence,' "composed 6f interpreted in 
same ; manner as.; 'consisting essentially or); In re 



steps,on components i would materially, changed ?mpf;^ 

characteristics of applicant's inveiition /« rer^De- - V> m P. os ed , pC\ inteipreted in. same 

Z^/arfe, 337 R2d 870, 143 USPQ 256 (CCPA 1964)- ^9Psistihg> ^fftnhpweYe^coummrther? 

c — - • "~ )1063 : remarked mat rthe wordsA^composed^oB may^ndefh 



„ „ vyjyouriucu ana aennea in tne 
context of compositions bf^&eif we find Ething 
^i^OT&^*.^,u^ 9 £ A uchjanguage as a 

m^jm&>.m> w<»HyeixferStics!of 

the^cjaimedme^ 

deification.,^. .^p is,-an ;i apphcan^.burden^to! 
establish ; ;thaj a step. practiced i m prio^ a^jmeS -is^ 
excludedrfTpmj,his/ f l^ 

OTHE^TRANSITIONAL PHRASES,! „r i.iwrr 
^J"!* 0 ! " * ff «**id2p:wi o* «< bfoow 11 tert 

b'Transitionalriphrase^t suchr/as/^having^miist • bef? 

'nterpretedfmrlightriof-mei^ee 



c "*'«^J'jB- ? .fo^ rerii ;->«'{ ofifT:-\»(MX)C If 'j 
' The expres's> implicit, •and-iriheren'frdisclosures' of a^ 
prior art'rWerence*ay be-reUe 4 d upMn ; 'ih We rejection^ 

tfachmg,of |.^or. JfgWff^llq^^-fl^' 

«fe,^^^6i^i 3 ;^^a 

re Je c ^jO0;bas ? d.in r Rartqn:.iiAe.^^^ 

the' referencesfeSee .also. In ■reG.wsselli i rti'i l F.2d 73 ifi 

739,? 2M USPQ 769; 77& (FedHcit4.983)".«,h>v -f« ,o'r! 
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